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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kusano in combination with Encyclopedia. 

The rejection of claim 1 stands as per reasons of record. Insofar as newly added 
limitation of claim 8, the claims is still written in a -product-by-process format, thus the 
patentability of the claimed product depends only on the product characteristics. As 
discussed in the previous office actions, since it would have been obvious to use steps 
of centrifugal dehydration similar to the centrifugal dehydration disclosed a suitable in 
the instant specification in the process disclosed in Kusano, there is a reasonable 
believe that the products obtained by such method would have been patentable 
indistinguishable from the product as claimed. The burden is shifted to the applicants 
to provide factual evidence as t the patentable differences of the claimed product and 
the obvious products obtained by the process of Kusano (or as modified in view of 
Encyclopedia). 

Claims 2-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kusano in combination with US Patent 4,423,207 to Flock et al., (hereinafter "Flock"). 

The rejection stands as per reasons of record. The newly added limitation, i.e., 
negative limitation precluding mechanical compression dehydration, is still met by the 
combined teachings of the cited references, as the claimed steps would have been 
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obvious to substitute for tlie steps of Kusano as per discussion in tlie previous office 
action, and tlie product obtained by sucli modified process would liave been at least 
obvious as a necessary result of an obvious process. 

Response to Arguments 

Applicant's arguments filed 6-18 and 7-18-2008have been fully considered but 
they are not persuasive. 

The applicants arguments are directed to the claims as amended, i.e., limitations 
of claims 2 and 8 that further distinguish the claimed invention and the invention 
disclosed in illustrative examples of Kusano. It is noted, once again, that the broad 
disclosure of Kusano expressly discloses centrifugal dehydration. The examiner 
agrees, however, with the applicants that the invention disclosed in illustrative 
examples of Kusano is different from the claims process of claims 2-7 to the extent that 
the dehydration step in illustrative examples of Kusano is performed usining a 
mechanical compression type dehydrator, now excluded from the claimed step 3. 

It is specifically noted that this is the ONLY difference between the claimed 
process and the process disclosed in illustrative examples of Kusano. 

The claimed dehydration steps are well known in the art of polymer chemistry 
and general chemistry. Separation of solids and liquids is done by various techniques 
that are learned by an ordinary artisan in the first year of chemistry and is a text-book 
known as evidenced from cited reference, i.e.. Encyclopedia. Specific separation of 
polymers from liquids is also known to be performed via different techniques, including 
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compression meclianical deliydration as well as clamed filtration/gravity dehydration. T 
The examiner cited the secondary references that show equivalence of such 
dehydration steps in application ofor polymer/liquid separation. The applicants argue 
that the reference, Flock, showing such equivalency, does not show dehydration of 
porous polymers, rather it shown dehydration of hard engineering plastics, and, 
therefore, is inapplicable to porous polymers. This arguments is not persuasive at al. 
The secondary reference is cited for general teachings of known solid/liquid separation 
techniques. This method is expected to be applicable for any solid/liquid separation 
(and all of those methods are widely known in chemical art), including rubbery 
polymers or engineering plastics. The proposed substitution of one known method for 
another is no more that a use of known technique to improve similar devices (methods, 
or products) in the same way; or applying a known technique to a known device 
(method, or product) ready for improvement to yield predictable results; which rationale 
of obviousness is fully consistent with the decision of KSR International Co. v. Teleflex 
Inc., 82 USPQ2d 1385, 1395-97 (2007). 

Therefore, the examiner is still of the opinion that a strong prima facie case of 
obviousness of the claimed invention over the cited references have been established. 

Now the question is whether this step, which is clearly obvious from the 
disclosure of Kusano and the secondary cited references, produced unexpected results 
that can rebut the established prima facie case of obviousness for the process and 
show clearly and convincingly that the product obtained by this process is patentably 
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distinct (and/or unexpectedly improved) from tlie product obtained by tlie process of 
Kusano. 

Evidence pertaining to secondary considerations must be tal<en into account 
wlienever present; liowever, it does not necessarily control the obviousness conclusion. 
See, e.g., Pfizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 1372, 82 USPQ2d 1321, 1339 
(Fed. Cir. 2007) ("the record establish [ed] such a strong case of obviousness" that 
allegedly unexpectedly superior results were ultimately insufficient to overcome 
obviousness conclusion); Leapfrog Enterprises Inc. v. Fisher-Price Inc., 485 F.3d 1157, 
1 162, 82 USPQ2d 1687, 1692 (Fed. Cir. 2007)("given the strength of the prima facie 
obviousness showing, the evidence on secondary considerations was inadequate to 
overcome a final conclusion" of obviousness); and Newell Cos., Inc. v. Kenney Mfg. 
Co., 864 F.2d 757, 768, 9 USPQ2d 1417, 1426 (Fed. Cir. 1988). 

Once again, the examiner is not convinced that the results presented on the 
record are sufficient to rebut the strong prima facie case of obviousness as established 
on the record. 

In establishing allegedly unexpected results the applicants compare illustrative 
example 1 and 6 and comparative example 5. 

The applicants argue that the only difference between example 1 and 
comparative example 5 id a method of dehydration. This is not so as the drying method 
is also different. Insofar as example 6, not only the drying method is different, the actual 
procedure of obtaining the slurry is also slightly different. In addition, such rresults are 
only shown for a very narrow embodiment (specifically only one polymers with specified 
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Mw and S/B ratio) wliile tlie claimed invention encompasses tlie entire universe of 
liydrogenated A/D polymers and no evidence that the allegedly unexpected results 
would be the same across the boars, for example, for lower molecular weight polymers 
having higher D content. 

Further, there is absolutely no evidence that the example of Kusano does not 
produce the results similar to the claimed oil absorbency results. In fact, as evidence 
from the disclosure of Kusano, the porous polymer obtained by the method of his 
invention results in polymer of very good absorbency and appearance. 

Thus, the applicants did not provide any evidence to the patentable distinction of 
the porous product as obtained by the process of Kusano and as claimed. 

Applicant's arguments with respect to claims 2-7 to the process have been 
considered but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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